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DETAILED ACTION 
Claim Rejections - 35 USC §102 

1. The following is a quotation of the appropriate paragraphs of 35 U.S.C 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

2. Claims 1-11 rejected under 35 U.S.C. 102(e) as being anticipated by Ryan et al (Pub. 
No.: US 20050060650) 

Regarding claim 1 Ryan et al disclose: A method of controlling an information processing 
apparatus which supplies print data to a printer, comprising: a determination step of determining 
whether or not a document includes a page which is not printed by the printer (note Fig. 16, page 
14, paragraph 0094, lines 6-8, where it is determined whether the sheet is missing from the print 
job) a print setting structure output step of outputting (note Fig. 11, steps 201 through 206, where 
the steps for structuring the process of the outputting is set, page 1 1, paragraph 0076-0078) 
when it is determined in the determination step that the document includes a page which is not 
printed by the printer (note Fig. 16, page 14, paragraph 0094, lines 6-8, where it is determined 
whether the sheet is missing form the print job) a print setting structure that instructs to set a non- 
billing page to rendering means of an OS (note Fig. 11, steps 201 through 206, where the steps 
for structuring the process of the outputting is set, page 11, paragraph 0076-0078) and a print 
data generation step of generating, when the print setting structure that instructs to set a non- 
billing page is received via the rendering means of the OS, a non-billing command (note Fig. 11, 
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steps 201 through 206, where the steps for structuring the process of the outputting is set, page 
11, paragraph 0076-0078, where the command is given to fetch the missing sheet and sent to the 
printer). 

Regarding claim 2 Ryan et al disclose: A method of controlling an information processing 
apparatus that supplies print data to a printer which comprises middle insert means for inserting 
an independently fed index sheet between printed print sheets upon printing and exhausting print 
sheets, comprising: a setting step of setting whether or not an index sheet is to be inserted; and an 
instruction step of instructing, when it is set in the setting step that the index sheet is to be 
inserted, the printer to exclude the index sheet to be inserted from sheets to be billed. 
Regarding claim 3 Ryan et al disclose: The method according to claim 2, further comprising a 
determination step of determining whether or not the printer is compatible to an instruction 
issued in the instruction step (note Fig. 6, paragraph 0052, where the capabilities of the targeted 
printers are determined). 

Regarding claim 4 Ryan et al disclose: A program for making a computer connected to a 
printer, which comprises middle insert means for inserting an independently fed index sheet 
between printed print sheets upon printing and exhausting print sheets, execute: a setting step of 
setting whether or not an index sheet is to be inserted; and an instruction step of instructing, 
when it is set in the setting step that the index sheet is to be inserted, the printer to exclude the 
index sheet to be inserted from sheets to be billed. 

Regarding claim 5 Ryan et al disclose: An information processing apparatus that supplies print 
data to a printer which comprises middle insert means for inserting an independently fed index 
sheet between printed print sheets upon printing and exhausting print sheets comprising: setting 
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means for setting whether or not an index sheet is to be inserted (note page 6 paragraph 0046, 
and specifically lines 26 through 31) and instruction means for, when said setting means sets that 
the index sheet is to be inserted (note Fig. 11, steps 201 through 206, where the steps for 
structuring the process of the outputting is set, page 11, paragraph 0076-0078) instructing the 
printer to exclude the index sheet to be inserted from sheets to be billed (note page 6 paragraph 
0046, and specifically lines 26 through 31). 

Regarding claim 6 Ryan et al disclose: A print system having a printer which comprises middle 
insert means for inserting an independently fed index sheet between printed print sheets upon 
printing and exhausting print sheets (note page 6 paragraph 0046, and specifically lines 26 
through 3 1) and a host computer connected to said printer, said host computer comprising: 
setting means for setting whether or not an index sheet is to be inserted (note Fig. 16, page 14, 
paragraph 0094, lines 6-8, where it is determined whether the sheet is missing from the print job) 
and instruction means for when said setting means sets that the index sheet is to be inserted (note 
Fig. 11, steps 201 through 206, where the steps for structuring the process of the outputting is set, 
page 1 1 , paragraph 0076-0078) instructing said printer to exclude the index sheet to be inserted 
from sheets to be billed and said printer comprising: count means for counting the number of 
printed sheets for the purpose of billing (note page 6 paragraph 0046, and specifically lines 26 
through 31) and control means for controlling a count operation of said count means on the basis 
of an instruction from said instruction means (note page 14, paragraphs 0092 and 0094). 
Regarding claim 7 Ryan et al disclose: A method of controlling an information processing 
apparatus that supplies print data to a printer which comprises 2-sided print means for forming 
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images on two faces of a print sheet and exhausting the printed print sheet, comprising: a setting 
step of setting whether or not a blank sheet is to be inserted at a predetermined division position 
(note Fig. 16, page 14, paragraph 0094, lines 6-8, where it is determined whether the sheet is 
missing from the print job) and an instruction step of instructing, when it is set in the setting step 
that the blank sheet is to be inserted (note Fig. 11, steps 201 through 206, where the steps for 
structuring the process of the outputting is set, page 11, paragraph 0076-0078) the printer to 
exclude the blank sheet to be inserted from sheets to be billed (note Fig. 11, steps 201 through 
206, where the steps for structuring the process of the outputting is set, page 11, paragraph 0076- 
0078). 

Regarding claim 8 Ryan et al disclose: The method according to claim 7, further comprising a 
determination step of determining whether or not the printer is compatible to an instruction 
issued in the instruction step (note Fig. 6, paragraph 0052, where the capabilities of the targeted 
printers are determined). 

Regarding claim 9 Ryan et al disclose: A program for making a computer that supplies print 
data to a printer which comprises 2-sided print means for forming images on two faces of a print 
sheet and exhausting the printed print sheet, execute: a setting step of setting whether or not a 
blank sheet is to be inserted at a predetermined division position (note Fig. 16, page 14, paragraph 
0094, lines 6-8, where it is determined whether the sheet is missing from the print job) and an 
instruction step of instructing, when it is set in the setting step that the blank sheet is to be 
inserted (note Fig. 11, steps 201 through 206, where the steps for structuring the process of the 
outputting is set, page 11, paragraph 0076-0078) the printer to exclude the blank sheet to be 
inserted from sheets to be billed (note page 6 paragraph 0046, and specifically lines 26 through 
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31). 

Regarding claim 10 Ryan et al disclose: An information processing apparatus that supplies print 
data to a printer which comprises 2-sided print means for forming images on two faces of a print 
sheet and exhausting the printed print sheet, comprising: setting means for setting whether or not 
a blank sheet is to be inserted at a predetermined division position (note Fig. 16, page 14, 
paragraph 0094, lines 6-8, where it is determined whether the sheet is missing from the print job) 
and instruction means for, when said setting means sets that the blank sheet is to be inserted, 
instructing the printer to exclude the blank sheet to be inserted from sheets to be billed (note 
page 6 paragraph 0046, and specifically lines 26 through 31). 

Regarding claim 11 Ryan et al disclose: A print system which has a printer which comprises 2- 
sided print means for forming images on two faces of a print sheet and exhausting the printed 
print sheet, and a host computer connected to said printer, said host computer comprising: setting 
means for setting whether or not a blank sheet is to be inserted at a predetermined division 
position (note Fig. 16, page 14, paragraph 0094, lines 6-8, where it is determined whether the 
sheet is missing from the print job) and instruction means for, when said setting means sets that 
the blank sheet is to be inserted, instructing the printer to exclude the blank sheet to be inserted 
from sheets to be billed (note page 6 paragraph 0046, and specifically lines 26 through 31) and 
said printer comprising: count means for counting the number of printed sheets for the purpose 
of billing (note page 14, paragraph 0094) and control means for controlling a count operation of 
said count means on the basis of an instruction from said instruction means (note page 14, 
paragraphs 0092 and 0094). 

CONTACT INFORMATION 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Saeid Ebrahimi-dehKordy whose telephone number is 703-306- 
3487. The examiner can normally be reached on Mon-Fri,8:00am-6:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Moore can be reached on 571-272-7437. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 

Application Information Retrieval (PAIR) system. Status information for published applications 

may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 

applications is available through Private PAIR only. For more information about the PAIR 

system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 

system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 

like assistance from a USPTO Customer Service Representative or access to the automated 

information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Saeid Ebrahimi 
Patent Examiner 
Group Art Unjt 26^5-, 
Septembe^L 2J907 / 



